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Disposition of Claims 

4) ED Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 15-22 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 
121: 

I. Claims 1-14, drawn to an electrically conductive shaped article 
including a flow field separator plate, classified in class 429, 
subclass 34. 

II. Claims 15-22, drawn to methods of making above, classified in 
class 425, subclass 200. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that 
the process as claimed can be used to make another and materially different 
product or (2) that the product as claimed can be made by another and materially 
different process (MPEP § 806.05(f)). In the instant case the shaped article 
including the separator plate could be made by the simultaneous blending and 
molding of the composition claimed. 

3. Because these inventions are independent or distinct for the reasons 
given above and the inventions require a different field of search (see MPEP § 
808.02), restriction for examination purposes as indicated is proper. 

4. Because these inventions are independent or distinct for the reasons 
given above and have acquired a separate status in the art in view of their 
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different classification, restriction for examination purposes as indicated is 
proper. 

5. This application contains claims directed to the following patentably 
distinct species: I. graphite filler and II. carbon nanotubes. The species are 
independent or distinct because both species are directed to different allotropes 
of carbon and have different electrical properties, especially among the various 
types of carbon nanotubes. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species for prosecution on the merits to which the claims shall be restricted if no 
generic claim is finally held to be allowable. Currently, Claims 1-3, 6-10, 13-18, 
21 and 22 are generic. 

Applicant is advised that a reply to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a 
listing of all claims readable thereon, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered 
nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which depend from or otherwise 
require all the limitations of an allowable generic claim as provided by 37 CFR 
1.141. If claims are added after the election, applicant must indicate which are 
readable upon the elected species. MPEP § 809.02(a). 

6. During a telephone conversation with Thomas Gorman on 8/8/2006 a 
provisional election was made with traverse to prosecute the invention of Group 
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I, claims 1-14 and species II directed to carbon nanotubes. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 15- 
22 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), 
as being drawn to a non-elected invention. 

Claim Objections 

7. Claims 6 and 13 objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
Claims 6 and 13 both refer to a poly(styrene-co-maleic anyhydride) that does not 
further limit the Claim 2 or 9 both claiming poly(styrene-co-maleic anyhydride). 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2,7,9,14,16, and 22 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The claims 2,7,9,14,16, and 22 use the word "preferably" or the phrase 
"most preferably." For purposes of examination, the broadest range will be 
considered only. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

10. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Takagi 
etal. (US Patent 7008991). 

Takagi teaches a thermoplastic resin composition which contains 
components A,B,C and D. Component A is described as an "amorphous 
thermoplastic resin" (Column 2, lines 51-52) which includes aromatic vinyl 
compound based resins such as styrene-maleic anhydride copolymer (Column 3, 
lines 14-36). Component 8 is described as a "crystalline thermoplastic resins" 
(Column 2, lines 46-47) and one example is thermoplastic liquid crystal polymer 
in a polyester form (Column 6, lines 23-26). Components C and D are blended 
into Components A and B respectively. Component D can be comprised of 
hollow carbon fibers (Column 8, line 50) sold under the trade name "Graphite 
Fibril" from Hyperion Catalysis International (Column 9, lines 3-5). Component A 
ranges from 5 to 65 parts and Component B 35 to 95 parts per weight (Column 9, 
lines 28-32) in the composition. Further, Component C and D range from 0.1 to 
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15 parts per weight of Components A and B combined (Column 9, lines 28-31). 
Takagi teaces that such a resin could be used as molding material for articles 
which are required to have conductive or antistatic properties (Column 10, lines 
43-46). 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. Claims 2-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takagi et al. (US Patent 7008991). 

Takagi is relied upon as discussed above. However, Takagi does not 
teach the exact percentages of components as required by Claim 2 nor the exact 
percentages of maleic anhydride moieties as required by Claim 7. Further, 
Takagi does not teach a conductive flow field separator plate using the 
composition disclosed in Takagi. 

With respect to Claims 2-7, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to optimize the percentages of 
components and maleic anhydride moieties of Takagi through routine 
experimentation for best results. As to optimization results, a patent will not be 
granted based upon the optimization of result effective variables when the 
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optimization is obtained through routine experimentation unless there is a 
showing of unexpected results which properly rebuts the prima facie case of 
obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 
1980). See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936- 
37 (Fed. Cir. 1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955). 

With respect to Claims 8-14, It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to utilize the 
composition of Takagi as a separator plate since Takagi teaches the use of the 
resin composition to mold parts which require conductive characteristics and it is 
notoriously well known in the art that collector/separator plates are required to be 
conductive. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jaison P. Thomas whose telephone number 
is (571) 272-8917. The examiner can normally be reached on Mon-Fri 8:30 am 
to 5:00 pm. 

14. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Douglas McGinty can be reached on (571) 272-1029. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Jaison Thomas 



Examiner 
8/10/2006 




Primary Examiner 



